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| NTRODUCTI ON

Plaintiff Tyco Fire Products LP (“Plaintiff”) brings
this patent infringenent suit against Victaulic Conpany
(“Defendant”). Plaintiff alleges that Defendant has infringed on
two of Plaintiff's patents (the “Asserted Patents”): (1) United
States Patent Nunmber 7,793,736 ("’ 736 patent”), entitled
“Ceiling-Only Dry Sprinkler Systenms and Met hods for Addressing a
Storage Occupancy Fire”; and (2) United States Patent Nunber
7,819,201 ("’ 201 patent”), entitled “Upright, Early Suppression
Fast Response Sprinkler.” Third Am Conpl. 1 9, 17, Cct. 27,
2011, ECF No. 57. Defendant’s answer pleads five affirmative
def enses and asserts two counterclains. Answer to Third Am
Conpl . 19 26-36, Nov. 9, 2011, ECF No. 62. Before the Court is
Plaintiff’s notion to dism ss Defendant’s counterclains for |ack

of subject matter jurisdiction and to stri ke Defendant’s



affirmati ve defenses of non-infringenment and invalidity.
For the reasons discussed below, Plaintiff’s notions

will be granted in part and denied in part.

1. BACKGROUND

Plaintiff filed suit alleging Defendant infringed the
'736 and ' 201 patents on Septenber 14, 2010, subsequently filed
an Anended Conpl aint on Septenber 28, 2010, and further filed a
Second Anended Conpl ai nt on Novenber 2, 2010. See ECF Nos. 1, 4,
9. This Court issued a scheduling order on March 29, 2011. ECF
No. 30. The parties exchanged proposed clai mconstructions on
July 29, 2011, and they filed a joint statenent of terns to be
construed with the Court on August 19, 2011. That sane day,
Plaintiff filed applications with the U S. Patent and Tradenark
Ofice (“PTO) seeking reissue of both the *736 and ' 201 patents
to correct “inadvertent errors” in the clains of those patents.
Shortly thereafter, Plaintiff noved to stay the present
litigation pending the outcone of those reissue proceedings. ECF
No. 41. The Court denied Plaintiff’s notion. ECF. No. 53.
Then, Plaintiff noved to anend its Conplaint once nore and did so
by stipulation with Defendant. Plaintiff filed a Third Anended

Conpl ai nt, the operative conplaint, on Cctober 27, 2011.

Plaintiff’s Third Amended Conplaint clains that its
patents are infringed by Defendant’s manufacture and sal e of the

Model LP-46 V4603 K25 Standard Response Storage Upri ght
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Sprinklers with varying tenperature ratings. See Third Am
Conmpl . 99 13, 21. Specifically, Plaintiff alleges in Count |
t hat Def endant induced infringenment of claim33 of the ' 736
patent by making, using, selling or offering for sale the Mdel
LP-46 V4603 K25 Standard Response Storage Upright Sprinkler with
a tenperature rating of 286° Fahrenheit (the “286° product”).
And Plaintiff alleges in Count Il that Defendant induced and
directly infringed claim48 of the 201 patent by nmaking, using,
selling or offering for sale the Mdel LP-46 V4603 K25 Standard
Response Storage Upright Sprinklers with tenperature ratings of
162° and 212° Fahrenheit (the “162° product” and “212° product”,
respectively).

Def endant acknow edges nmanufacturing and marketing the
products in question, see Answer to Third Am Conpl. 11 13, 23,
but denies Plaintiff’s avernents of patent infringenent. See id.
11 14-18, 24-28. Defendant further raises a series of
affirmati ve defenses and two counterclainms. These counterclains
seek a declaration that Plaintiff’'s ' 736 and ’ 201 patents are
invalid for failure to conply with the patentability requirenents
in 35 U S C 88 101, 102, 103, 112 and that it has not infringed
the ' 736 and ' 201 patents. [d. 1Y 35, 36. After Defendant’s
answer, Plaintiff filed a notion to dism ss Defendant’s
counterclains for lack of subject matter jurisdiction pursuant to
Federal Rule of G vil Procedure 12(b)(1) alleging that
Def endant’ s counterclains do not present an Article Il “case or

controversy.” In particular, Plaintiff provided a unil ateral
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covenant not to sue Defendant on the now unasserted clains of the
736 and ' 201 patents. Pl.’s Reply Br. in Supp. of M. to
Dismss 3, Dec. 15, 2011, ECF No. 72. This notion is now fully

briefed and ripe for disposition.

I11. STANDARD OF REVI EW

Plaintiff noves to dism ss pursuant to Federal Rul e of
Cvil Procedure 12(b)(1) arguing that the Court |acks subject
matter jurisdiction. |In particular, Plaintiff argues that
Def endant’ s counterclains for declaration of invalidity and non-
i nfringenent do not present an Article Ill “case or controversy.”
US Const. art. Il, 8 2. Wen a party challenges the factua
basis for the Court’s jurisdiction, the Court is “not confined to
the allegations in the conplaint . . . and can | ook beyond the
pl eadi ngs to decide factual matters relating to jurisdiction.”

Cestonaro v. United States, 211 F.3d 749, 752 (3d Cr. 2000).

Def endant, as the countercl ai mant here, has the burden to prove

that subject matter jurisdiction exists. Benitec Austrl., Ltd.

V. Nucleonics, Inc., 495 F. 3d 1340, 1344 (Fed. Cr. 2007).

V. DI SCUSSI ON
Plaintiff noves to dism ss Defendant’s counterclains of
non-infringenment and invalidity. Plaintiff also noves to strike

Def endant’ s affirmati ve defenses of non-infringenent and



invalidity.' For the reasons that follow, the Court will grant

in part and deny in part both of Plaintiff’s notions.

A. Appl i cabl e Law

The federal courts are courts of limted jurisdiction.
See U.S. Const. art. IIl, 8 2, cl. 1 (“The judicial Power shal
extend to all Cases, in Law and Equity, arising under this
Constitution, the Laws of the United States, and Treaties made,
or which shall be made, under their Authority . . . .”). The
Court may not issue an advisory opinion wherein “a genuine

adversary issue between the parties” does not exist. See United

States v. Johnson, 319 U. S. 302, 304 (1943). But under the

Decl arat ory Judgnent Act, the Court nay declare the rights of an
interested party in the case of an “actual controversy.” 28
US C 8§ 2201(a) (2006). The U S. Suprene Court has provided the

fol | owi ng gui dance:

Qur decisions have required that the dispute be definite
and concrete, touching the legal relations of parties
havi ng adverse legal interests; and that it be real and
substantial and admt of specific relief through a decree
of a conclusive character, as distinguished from an
opinion advising what the law would be upon a
hypothetical state of facts. . . Basically, the
guestion in each case i s whet her the facts al | eged, under
all the circunstances, showthat there is a substanti al
controversy, bet wveen parties having adverse |egal
interests, of sufficient i nmediacy andreality to warrant

! Def endant has failed to address Plaintiff’'s notion to

strike its affirmati ve defenses. Therefore, the Court will grant
Plaintiff’s notion as unopposed to the sane extent that the Court
will grant Plaintiff’s notion to dismss Defendant’s
counterclains. Defendant shall have | eave to anmend its answer.
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the issuance of a declaratory judgnent.

Medl mmune, Inc. v. Genentech, Inc., 549 U S 118, 127 (2007)

(internal citations and quotation marks renoved). The Court has

“*uni que and substantial discretion in deciding whether to

declare the rights of litigants. Id. (quoting Wlton v. Seven

Falls Co., 515 U.S. 277, 286 (1995)).
Def endant, the party seeking declaratory relief,
shoul ders the burden of establishing the existence of an actual

case or controversy. See Benitec, 495 F.3d at 1344. A charge of

patent infringenent establishes a case or controversy adequate to
support jurisdiction. |1d. But, “an actual controversy nust be
extant at all stages of review” 1d. at 1345. If jurisdiction
is challenged after an action commences, the burden of proof
remains with the party seeking to assert jurisdiction under the
Decl aratory Judgnent Act. See id. Moreover, courts assess

jurisdiction on each patent claimindividually, not the patent as

a whole. Jervis B. Webb Co. v. S. Sys., Inc., 742 F.2d 1388,

1399 (Fed. Cir. 1984) .2

B. Anal ysi s

As Plaintiff has anmended its conplaint to limt its

2 Wi le the Court recognizes that Jervis was deci ded pre-
Medl mmune, nothing in Medl mune suggests that courts are not to
assess jurisdiction on a claimby-claimbasis.
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i nfringenent contentions to two discrete patent clains,
Plaintiff’s notion requires the Court to reconcile tw conpeting
and equally forceful policies. First, that a plaintiff is the
master of its conplaint. And second, the right of a defendant to
seek a declaratory judgnent enabling it to proceed free fromthe

Danocl ean sword of liability. See Medlnmune, 549 U.S. at 134

(“The rule that a plaintiff nmust destroy a |large building, bet
the farm or (as here) risk treble damages and the | oss of 80
percent of its business before seeking a declaration of its
actively contested |legal rights finds no support in Article
I11.7). Defendant, as the party that bares the burden of
persuasi on, argues that despite Plaintiff’'s Third Amended
Conplaint, its counterclains of invalidity and non-infringenent
present a “case or controversy.” Specifically, Defendant first
contends that its counterclains were filed in response to three
earlier versions of Plaintiff's Conplaint and Plaintiff’s
subsequent anendnments cannot divest the Court of jurisdiction as
Def endant has carried its burden under Medlmune. Second,

Def endant argues that Plaintiff’s covenants not to sue cannot
divest this Court of jurisdiction because Plaintiff’s covenants

are not sufficiently broad to renmove a case or controversy. ®

3 Def endant al so argues that it only stipulated to

Plaintiff filing its Third Anmended Conpl ai nt because Plaintiff
stated that the filing of the Third Amended Conpl ai nt “was

W thout prejudice as to Victaulic’s continuing assertion of any
and all defenses, affirmative defenses and counterclains . .
Def.”s Br. in Cpp htoPl.s Mt. to Disniss Ex. 8. Defendant
argues that by filing its nmotion to dismss, Plaintiff has
“reneged” on this stipulation. Regardless of whatever agreenent

7



When assessing these argunents, the Court takes a two-
step approach. First, the Court determnes if, after Plaintiff’s
Third Anended Conpl aint, there exists a case or controversy with
respect to Defendant’s counterclains. Then, in the event that a
case or controversy does exist, the Court nust determne if
Plaintiff’'s covenants not to sue divest the Court of

jurisdiction.

1. Def endant Has Carried Its Burden Under Medl nmmune

The Court first analyzes what effect, if any,
Plaintiff’s Third Amended Conplaint has on the Court’s
jurisdiction over Defendant’s counterclains. Then, the Court
det erm nes whet her Defendant has carried its burden under
Medl nmune to show an Article Il case or controversy. After
performng this analysis, the Court finds that Defendant has

carried this burden.

a. Effect of Plaintiff’'s anended conpl ai nt

As a threshold matter, Defendant’s counterclains aver
that it has not infringed either of the Asserted Patents and that
both of the Asserted Patents are invalid. Answer to Third Am
Conpl . 99 35, 36. By failing to allege that specific clains of

the Asserted Patents are not infringed or invalid inits

the parties nmay have had, it is beyond dispute that the parties
could never stipulate to subject matter jurisdiction. Am Fire &
Cas. Co. v. Finn, 341 U S. 6, 17-18 (1951).
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count ercl ai ns, Defendant counterclains that all clains of the
Asserted Patents are invalid and not infringed. Defendant asks
the Court to assess every claimof the Asserted Patents.
Therefore, the Court nust find whether there is a case or
controversy involving the entire patent because jurisdiction nust

be assessed on a patents’ clains individually. See Jervis, 742

F.2d at 1399.

In this regard, Defendant first argues that Plaintiff’s
past Conplaints did not limt infringenment to discrete clains and
that its counterclains were a response to these broad
infringenent allegations. See, e.qg., Second Anend. Conpl. | 14,
Nov. 2, 2010, ECF No. 9 (“Defendant Victaulic has contributorily
infringed and is contributorily infringing the [']736 patent, and
in particular, at least clains 1 and 2 . . . .7); id. | 24
(“Defendant Victaulic has directly infringed and is directly
infringing the [']201 patent, and in particular, at |east claim
44 . . . .”). And because Defendant asserted its counterclains
in response to these past conplaints, there is still a |live case
or controversy before the Court with respect to Defendant’s
contentions that the Asserted Patents are invalid and that
Def endant does not infringe the Asserted Patents. The Court
finds Defendant’s argunents persuasive.

Wthin the declaratory judgnment framework, not only
must there be a case or controversy at the start of the case, but
this case or controversy nust continue throughout the case.

Benitec, 495 F.3d at 1345. As Plaintiff’'s Third Anended
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Conplaint is the operative conplaint, the Court nust |look to this
Conplaint to ascertain Plaintiff’s allegations. In this Third
Amended Conplaint, Plaintiff only avers that Defendant infringed
one claimof each of the Asserted Patents. See Third Am Conpl .
11 14, 22. Defendant’s answer, however, still counterclains that
the Asserted Patents are invalid and not infringed in their
entirety. See Answer to Third. Am Conpl. 19 35, 36. On the
face of this Third Anended Conpl aint alone, there is not a case
or controversy with respect to Defendant’s counterclai ns.
Plaintiff’s allegation that Defendant infringed two discrete
clains, one in each patent, is insufficient to present a real
controversy over the entirety of the Asserted Patents. To this

end, Plaintiff urges the Court that this ends the Court’s

inquiry--its amendnent is sufficient to divest the Court of
jurisdiction. Plaintiff’s argunent is unavailing.

Plaintiff’s Iimtation that Defendant infringed two
discrete patent clainms in its Third Anended Conpl ai nt does not,

ipso facto, divest this Court of jurisdiction. See Hoffrman-La

Rouche Inc. v Mylan Inc., No. 09-01692, 2009 W. 4796736, at *6

(D.N.J. Dec. 9, 2009); see also Shelcore, Inc. v. Durham I ndus.,

Inc., 745 F.2d 621, 624 (Fed. Cir. 1984) (“Shel core renoved the
i ssue of infringenent of claim13 fromthe trial court’s

consideration.[] But Shelcore could not unilaterally renove the
validity issue because Durhanmis counterclaimput validity of all

the clains inissue.”). Plaintiff’s Third Amended Conplaint is
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just one piece of evidence for the Court to weigh when
determning if Defendant has carried its burden under Medl mune.
And, the Court cannot ignore Plaintiff’s previous infringenent
allegations in its previous Conplaints. To do so would be
i nconsistent with the policy goal of the Declaratory Judgnent
Act--to allow parties, such as Defendant, to operate w thout the
specter of suit.

| ndeed, courts consider the totality of the
ci rcunstances, including actions before the operative conpl ai nt
and activity between the parties before any conplaint was fil ed,
when assessing if declaratory judgnent jurisdiction is proper.

See Medl mmune, 549 U.S. at 127 (“Basically, the question in each

case is whether the facts alleged, under all the circunstances,
show that there is a substantial controversy, between parties
havi ng adverse |l egal interests, of sufficient inmediacy and
reality to warrant the issuance of a declaratory judgnment.”);

SanDi sk Corp. v. STMcroel ectronics, Inc., 480 F.3d 1372, 1382

(Fed. Cir. 2007) (holding that pre-conplaint |icensing

di scussions, despite pronm se not to sue, sufficient to find
Article Ill jurisdiction). Thus, the Court takes into
consideration not only Plaintiff’s Third Arended Conpl ai nt --and
its limtation of infringenent contentions--but also Plaintiff’s
avernents in its previous conplaints. |ndeed, Defendant nust
show in the totality of the circunstances an actual controversy
remains for the unasserted patent clains sufficient to support

jurisdiction for a declaratory judgnent.
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b. VWhet her Def endant has carried its burden
under Medl nmune

In regard to this burden, the Court holds that, under
the facts of this case, Defendant has carried its burden under
Medl mmune.  Plaintiff, by alleging general infringement before
the Third Anended Conpl aint, has shown a real and i mredi ate

controversy for purposes of jurisdiction. Cf. Scanner Techs.

Corp. v. 1COS Vision Sys. Corp. N.V., 528 F.3d 1365, 1382-83

(Fed. Cir. 2008) (holding that the defendant’s counterclains for
invalidity and non-infringement of the patent-in-suit justiciable
despite the plaintiff only asserting limted clainms against the
defendant). At this point in the Court’s analysis of Plaintiff’s
notion, nothing would preclude Plaintiff fromreasserting the

now unasserted patent clains. Plaintiff argues that it would be
precl uded from doing so by the doctrine of claimpreclusion.

Thi s argunent is unavailing because claimpreclusion only occurs

after final judgment. New Hanpshire v. Miine, 532 U S. 742, 748

(2001). It is far too speculative to say that there will be a
final judgment on the nerits in this case.

Thus, in the totality of the circunstances, Plaintiff’s
actions have shown a real and inmedi ate controversy between the
parties with respect to the Asserted Patents to the extent that
Def endant should not have to “take[] a position that puts the
decl aratory judgnment plaintiff in the position of either pursuing
arguably illegal behavior or abandoning that which he clains a

right to do.” SanDi sk Corp., 480 F.3d at 1381. Such a result
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bal ances the conpeting policies involved in this case--that
Plaintiff is the master of its conplaint and Defendant’s rights
under the Declaratory Judgnent Act.* Accordingly, the Court

hol ds that there is an actual controversy with respect to

Def endant’ s counterclaimof invalidity and non-infringenment of

the Asserted Patents.

2. Plaintiff's Covenants Not to Sue

Despite Defendant’s ability to carry its burden under
Medl mmune, Plaintiff attenpts to divest this Court of
jurisdiction by covenanting not to sue Defendant with respect to
the unasserted clains. Plaintiff, inits reply in support of its
notion to dism ss, covenants not to sue Defendant on any of the
non-asserted clains of the 736 and ' 201 patents. Pl.’s Reply
Br. in Supp. of Mot. to Dismss 3. Specifically, Plaintiff
covenants the foll ow ng:

[1.] Tyco will not sue Victaulic for infringement under

35 U.S.C. 8§ 271(b) of clainms 1-32 and 34-47 of the

'736 Patent based on based on [sic] Victaulic’'s

past, present or future actions with respect to

Victaulic’s Model LP-46 V4603 K25 St andard Response

Storage Upright Sprinkler having a 286° Fahrenheit

t emperat ure rating

[2.] Based on Tyco’s understanding that Victaulic does

4 While this result may lead to plaintiffs filing nore
[imted conplaints and subsequently amendi ng to include
addi tional clainms of infringenent, see Hoffrman, 2009 W. 4796736,
at *6, an opposite result fails to consider how limting general
i nfringenent contentions in an anmended conplaint, by itself,
fails to limt the specter of infringenent allegations that have
al ready been al |l eged.
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not itself install or design systens that
i ncorporate the accused device, Tyco stipul ates
that Victaulic's current activity with respect to
Victaulic’s Model LP-46 V4603 K25 St andard Response
Storage Upright Sprinkler having 286° Fahrenheit
tenmperature rating under its current approval s does
not infringe the clains of the 736 Patent under 35
US. C 8§ 271(a) and (c); and

[3.] Tyco will not sue Victaulic for infringenment of
claims 1-47 and 49-51 of the ’'201 Patent based
[sic] Victaulic' s past, present or future actions
With respect to Victaulic’s Mddel LP-46 V4603 K25
St andard Response Storage Upright Sprinkl er having
tenperature ratings of 162° and 212° Fahrenheit.
Pl.’s Reply Br. in Supp. of Mot. to Dismss 3. Such covenants,
even in a brief to the Court, are sufficient to bind Plaintiff

and extingui sh any actual controversy. See Super Sack Mg. Corp

v. Chase Packaging Corp., 57 F.3d 1054, 1059 (Fed. Cir. 1995).

Whet her a covenant not to sue divests the Court of
jurisdiction, however, depends upon the scope of the covenant.

See Revolution Eyewear, Inc. v. Aspex Eyewear, Inc., 556 F.3d

1294, 1297 (Fed. Cr. 2009). To renove jurisdiction over a

decl aratory judgnent, the covenant need only cover past and
present activities that are potentially infringing or future
infringing activities of sufficient imediacy and reality. See
Benitec, 495 F. 3d at 1345-46. Mreover, the covenant or its
equi val ent need not cover the entire patent, but can be only for

di screte patent clains. See, e.qg., Frontline Techs., Inc. v.

CRS, Inc., No. 07-2457, slip. op. at 13-14 (E.D. Pa. Dec. 22,

2011) (Robreno, J.) (summarizing state of the Iaw and coll ecting

cases). Further, it is axiomatic that if a covenant not to sue
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is to divest a court of jurisdiction, it nmust be clear,

unanbi guous, and enforceabl e.

a. Plaintiff’'s covenant not to sue for the '201
pat ent

In this case, Plaintiff provides both anbi guous--and

t hus unenf or ceabl e- - and unanbi guous covenants not to sue. Taking
t he unanbi guous first, Plaintiff’s third covenant states that
“Tyco will not sue Victaulic for infringenent of clainms 1-47 and
49-51 of the 201 Patent based [sic] Victaulic’'s past, present or
future actions with respect to Victaulic’ s Mdel LP-46 V4603 K25
St andard Response Storage Upright Sprinkler having tenperature
rati ngs of 162° and 212° Fahrenheit.” Pl.’s Reply Br. in Supp.

of Mot. to Dismss 3. This is a clear statenent that Plaintiff
wi Il not sue Defendant for infringenent of the '201 patent with
respect to the accused 162° and 212° products and it is

sufficient to divest this Court of jurisdiction.?®

° Def endant argues, unpersuasively, that Plaintiff’'s

third covenant does not include Defendant’s 286° product. Wile
that is true, and nothing within the covenant woul d prevent
Plaintiff fromalleging infringenent of the '201 patent by the
286° product, Defendant has failed to neet its burden under

Medl mmune. There is no evidence of record to show t hat

Def endant’ s 286° product mght infringe the '201 patent. There
was no conmuni cation by Plaintiff that the 286° product infringes
the ' 201 patent and none of Plaintiff’s previous conpl aints have
al | eged as much. Accordingly, Defendant has put forth no

evi dence for the Court to conclude that there is a real and
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Def endant’ s contention that the covenant does not cover
its future products and, therefore, its future product
devel opnment will be clouded if the Court grants Plaintiff’s
nmotion is without nerit. Defendant provides insufficient
evidence that it wll develop future products and puts forth no
actual evidence that such devel opnment is underway nor that such
future products mght infringe the Asserted Patents. |I|ndeed, the
only evidence Defendant provides consists of a single paragraph
in the declaration of Lawrence W Thau, Jr., Defendant’s Chief
Technical Oficer. Specifically, M. Thau decl ares that
“Victaulic is continuously conducting product devel opnent and
testing in the field of dry ceiling-only sprinklers for storage
facilities, which is the subject of this case.” Def. Br. in
Qop'nto Pl.’s Mot. to Dismss Ex. 1, Thau Decl. § 11 . Such a
general statenment of product devel opnment is insufficient for the

Court to find jurisdiction. See Frontline, slip op. at 14 n.7;

see also Cat Tech L.L.C. v. TubeMaster, Inc., 528 F.3d 871, 880

(Fed. Cir. 2008) (“If a declaratory judgnent plaintiff has not
taken significant, concrete steps to conduct infringing activity,
the dispute is neither ‘inmediate’ nor ‘real’ and the
requirenents for justiciability have not been net.”);

Dodge- Requpol , Inc. v. RB Rubber Prods., Inc., 585 F. Supp. 2d

645, 651 (M D. Pa. 2008) (“[Defendant’s] fear of |itigation over

i mredi ate controversy regarding infringenment of the ’201 patent
by the 286° product. See Medl nmune, 549 U. S. at 127.
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future products does not preclude [Plaintiff’s] covenant not to
sue fromelimnating subject matter jurisdiction with respect to
[ Def endant’ s] declaratory clains.”). Therefore, Plaintiff’s
covenant not to sue divests this Court of jurisdiction over

Def endant’ s counterclains of non-infringenent and invalidity of

all clainms of the ’201 patent.®

b. Plaintiff's covenant not to sue for the '736
pat ent

On the other hand, with respect to Count | of

Plaintiff’s Third Anmended Conpl aint, the allegations of
infringenent of the ' 736 patent by Defendant’s 286° product,

Plaintiff’'s covenant fails to divest the Court of jurisdiction.

6 Def endant nakes several |ess forceful argunents as to

why jurisdiction is proper, each are unavailing. Defendant
argues that Plaintiff has nmade threats to its custoners that they
are infringing the '736 and ' 201 patents, without regard to
specific patent clainms. Thus, Defendant argues, to the extent
that Plaintiff nmade general threats, Defendant could be liable
for contributory and induced infringenment of the patents in
total. Wiile in other cases such facts can be enough for a case
or controversy, see Arris Gp. Inc. V. British Telcoms. PLC, 639
F.3d 1368, 1375-76 (Fed. Cr. 2011), Plaintiff has nade its
statenent that it wll not sue Defendant as to any unasserted
clainms of the '201 patent. Thus, even if Plaintiff did sue

Def endant’ s custonmers on an unasserted claimfromthe ' 201
patent, Plaintiff would still be estopped from all eging that

Def endant contributorily infringed or induced infringenent.

Def endant al so argues that an actual controversy exists
because it is required to indemify custoners for infringenent.
Waile this is indeed one situation that the court in Arris
identified, Defendant has not produced sufficient evidence of
record. Al Defendant has produced is one enail from one
custoner inquiring about possible indemification. See Def.’s
Br. Ex. 7. There is no statenent that Defendant has signed an
agreenent of any kind. This naked assertion is insufficient to
neet Defendant’s burden of persuasion.
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Plaintiff’s covenant, in particular covenant two, conditions its
statenment in several ways that makes this covenant anbi guous.
First, Plaintiff states that it is only covenanting not to sue
based upon its “understanding that Victaulic does not itself
install or design systenms that incorporate the accused device.”
Pl.”s Reply Br. in Supp. of Mot. to Dismss 3. To the extent
that Plaintiff m sunderstands Defendant’s actions, this covenant
i's non-binding. Second, and nore to the point, Plaintiff only
covenants not to sue with respect to the 286° product at the
present tinme and under that 286° product’s “current approvals.”
See id. at 3 (“Tyco stipulates that Victaulic’ s current activity
With respect to Victaulic’s Mddel LP-46 V4603 K25 . . . .7).
Covenants not to sue nust cover at |east past and present
products, sonmething that Plaintiff’s second covenant does not.
Mor eover, Defendant has put forth evidence that the 286° product
was, after this litigation began, approved for additional uses
and, therefore, Plaintiff’s covenant on its face is inapplicable
to the 286° product as it has new approvals. See Def.’s Surreply
Br. in Qp'nto Pl.’s Mt. to Dism ss Ex. 12, Dec. 21, 2011, ECF
No. 76. Therefore, Plaintiff’'s covenant not to sue Defendant for
direct or contributory infringenment under its second covenant, is
not cl ear, unanbi guous, and enforceable to the extent that the
Court can concl ude that Defendant could not be sued for

infringement.’ Wthout such guarantee, Plaintiff’s covenant

! In contrast to Plaintiff’s ambi guous covenant, the

Court recently held in another case a covenant not to sue
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cannot divest the Court of jurisdiction. Accordingly, the Court
hol ds that Defendant’s counterclai mof non-infringenment and
invalidity of the ' 736 patent presents an Article Il case or

controversy. ®

VI. CONCLUSI ON
For the foregoing reasons, the Court will grant
Plaintiff’s notions to dismss and strike in part and deny it in

part, with | eave for Defendant to file an anmended answer to

Plaintiff’s Third Amended Conplaint. An appropriate order shal

foll ow

di vested the Court of jurisdiction over the defendant’s
counterclains of invalidity and non-infringenent. Frontline,
slip op. at 14. There, the covenant was clear and unanbi guous to
the extent that Frontline could no | onger sue CRS for
infringenent. See Frontline, slip op. at 6 (“Frontline hereby
unconditionally covenants not to sue CRS for direct, induced or
contributory infringenment under any claimof the 519 Patent or
any claimthat may be issued as a result of the Reexam nation
proceedi ng based upon CRS s manufacture, use, inportation, sale,
or offer of sale of any SubFi nder System on, before or after the
Covenant Date . . . .”). Here, Plaintiff’s addition of
conditions to its covenant falls short of this clarity.

8 As adj udi cation under the Declaratory Judgment Act is

di scretionary, the Court will not exercise its discretion and

di sm ss Defendant’s counterclains that have presented an Article
Il case or controversy. See CGenentech v. Eli Lilly & Co., 998
F.2d 931, 937 (Fed. G r. 1993), overruled on other grounds by
Wlton v. Seven Falls Co., 515 U S. 277 (1995) (“Wen there is an
actual controversy and a declaratory judgnment would settle the

| egal relations in dispute and afford relief fromuncertainty or
insecurity, in the usual circunstance the declaratory action is
not subject to dism ssal.”).
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IN THE UNI TED STATES DI STRI CT COURT

FOR THE EASTERN DI STRI CT OF PENNSYLVAN A

TYCO FI RE PRODUCTS LP, : ClVIL ACTI ON
) NO. 10-4645
Pl aintiff,
V.

VI CTAULI C COVPANY,

Def endant .

ORDER

AND NOW this 5th day of January, 2012, it is hereby
ORDERED that Plaintiff’s notion to dismss (doc. no. 63) is
GRANTED as to Defendant’s counterclaimof invalidity and non-

i nfringenment of U S. Patent Nunber 7,819,201, it is DENIED as to
Def endant’ s counterclaimof invalidity and non-infringenent of
U S. Patent Number 7,793, 736;

It is hereby further ORDERED, that Plaintiff’s notion
to strike Defendant’s affirmative defenses (doc. no. 63) is
GRANTED as to Defendant’s affirmati ve defenses of invalidity and
non-i nfringement of U S. Patent Nunber 7,819,201, it is DEN ED as
to Defendant’s affirmative defenses of invalidity and non-

i nfringenment of U S. Patent Nunber 7,793, 736;
It is hereby further ORDERED that Plaintiff’s notion

for leave to file a reply nmenorandum of |aw (doc. no. 72) and



Def endant’ s notion for leave to file a surreply nmenorandum of | aw
(doc. no. 75) are GRANTED;®

It is hereby further ORDERED that Defendant shall file
an anmended answer to Plaintiff’s Third Anrended Conpl ai nt by
January 12, 2012,

It is hereby further ORDERED that, in light of the
Court’s ruling on Plaintiff’s notion to dismss, the parties’
shal |l nmeet and confer and submt to the Court the remaining
clainms in need of construction by January 18, 2012.

It is hereby further ORDERED, that a Markman hearing is
schedul ed to consider the parties’ proposed claimconstructions
on Thursday, February 9, 2012, at 9:00 A M in Courtroom 11A,
United States District Court, 601 Market Street, Phil adel phia,

Pennsyl vani a.

AND I'T I S SO ORDERED

S/ Eduardo C. Robreno

EDUARDO C. ROBRENO, J.

The Court considered the substance of both nenoranda in its
ruling on Plaintiff’s notion to dism ss



